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Reminder/Caveat
Ø I am not a lawyer. I do not give legal advice 

(though I can share information, including that 
you might need a lawyer).

Ø I’m certified in Intellectual Property Management 
via the University of Maryland. 

Ø I teach IP law in New Media at Bradley (retired,
but will teach the course in 2024-2025).

Ø I’m lead author & co-author of 2 books (in 2
editions) on IP law in New Media.

Ø Part One Note: Copyright fee for online 
registration of a single work IS $35.00 as noted.
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Trademarks 101

Ø You may want to establish a trademark to 
protect your brand and/or work.

Ø You might encounter trademarks and want 
to include/use them.

Ø You do not want to infringe trademarks.
Ø Fair use might apply, but usually less often 

than in copyright instances. 
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A trademark is a word, phrase, 
symbol or design, or a combination of 
words, phrases, symbols or designs, 
that identifies and distinguishes the 

source of the goods of one party from 
those of others. 
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A service mark is the same as a 
trademark, except that it 

identifies and distinguishes the 
source of a service rather than a 

product.
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Ø Kodak
Ø Exxon
Ø Coca Cola
Ø Mc Donald�s
Ø Starbucks
Ø Walmart
Ø MTV
Ø Victoria�s Secret

Ø Polaroid
Ø Xerox
Ø Lego
Ø Beanie Babies
Ø Kraft
Ø Playboy
Ø Apple
Ø Dell



7



8

Before using a mark, or applying to register 
one, you should search to see if it�s already 

registered for use

Ø Trademark Searches
l www.uspto.gov

l Private search firms (best to use one)
• Will pick up �common law� uses 

• Expensive ($400 - $500) per mark searched

Ø http://tess2.uspto.gov/bin/gate.exe?f=sear
chss&state=896lck.1.1

http://www.uspto.gov/
http://tess2.uspto.gov/bin/gate.exe?f=searchss&state=896lck.1.1
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How do I acquire trademark 
rights?

Ø From use of the mark in commerce
l Within a particular segment of the economy 

(as defined by the Trademark office)
l Within a specified geographic area (as 

specified  by where you do business and/or 
the area for which you apply)
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What is use in commerce?
Ø For goods: the mark must appear on the 

goods, the container for the goods, or 
displays associated with the goods, and 
the goods must be sold or transported in 
commerce.

Ø For services: the mark must be used or 
displayed in the sale or advertising of the 
services, and the services must be 
rendered in commerce.

Ø Again, the economic niche(s) and 
geographic area(s) in question.
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Mark Must Be �Distinctive�Fanciful Arbitrary Suggestive Descriptive Generic y Generic n
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Mark Must Be �Distinctive�
Ø Fanciful (Exxon)
Ø Arbitrary (Apple)
Ø Suggestive (Coca-Cola)
Ø Descriptive (Expert Plumbers)
Ø Generic yes (Xerox)

l When a trademark from �above� category falls into 
�Generic,� there is a risk of loss of rights. Xerox and 
Kleenex (for example) have to fight hard to protect 
their marks.

Ø Generic no (Tissues)
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Is registration of a mark required?
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No. You can establish 
rights in a mark based on 

legitimate use of the 
mark in commerce.
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Why Register?
Ø constructive notice to the public of 

the registrant's claim of ownership of 
the mark; 

Ø a legal presumption of the 
registrant's ownership of the mark 
and the registrant's exclusive right to 
use the mark nationwide on or in 
connection with the goods and/or 
services listed in the registration; 
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Why Register?
Ø the ability to bring an action concerning 

the mark in federal court; 
Ø the use of the U.S registration as a basis 

to obtain registration in foreign countries; 
and 

Ø the ability to file the U.S. registration with 
the U.S. Customs Service to prevent 
importation of infringing foreign goods.
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Where to Register?

Ø State Registrations
l Cheaper (Illinois = $15)

l Statewide protection

Ø Federal Registrations
l The cost to apply for a U.S. trademark is now 

$325 per class of goods and services (if you 
use the electronic filing system). It may be 
even lower ($275) if the applicant uses a pre-
ordained description of good and services
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When can I use the 
trademark symbols TM 

and SM?
Ø Any time you claim rights in a mark, 

you may use the "TM" (trademark) 
or "SM" (service mark) designation 
to alert the public to your claim, 
regardless of whether you have filed 
an application with the USPTO.
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When can I use the 
trademark symbol ®?

Ø You may use the federal registration 
symbol "®" only after the USPTO 
actually registers a mark, and not
while an application is pending. Also, 
you may use the registration symbol 
with the mark only on or in 
connection with the goods and/or 
services listed in the federal 
trademark registration.
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What must an application include?

l the name of the applicant;
l a name and address for 

correspondence;
l a clear drawing of the mark;
l a listing of the goods or services; and 
l the filing fee for at least one class of 

goods or services. 
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How long does a federal 
trademark last?

l 10 years 
l Renewable for successive 10 year periods
l After 5 years, with proper filings, mark 

becomes �incontestable�
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Trademark Infringement
and Dilution
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What is a trademark 
Infringement?

Ø Senior user owns mark
Ø Junior user begins to use the same or 

similar mark on the same or similar goods 
or services

Ø Likelihood of confusion in market
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Who is the law protecting?

Ø Consumers
l The public�s right not to be confused

Ø Mark owners
l The right to develop brand awareness
l The right to prevent free-loaders from trading 

on the mark owner�s good will and reputation 
in the market place
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What law applies

Ø Federal Statutes
l The Lanham Act

• 15 U.S.C. �� 1051 - 1127

Ø State Statutes
l Counterfeit Trademark Act

• 765 ILCS 1049
l http://www.legis.state.il.us/legislation/ilcs/ch765/ch765act

1040.htm

Ø Judicial Decisions

http://www4.law.cornell.edu/uscode/15/ch3.html
http://www.legis.state.il.us/legislation/ilcs/ch765/ch765act1040.htm
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Infringement Penalties

Ø Infringers shall be liable in a civil action by 
the registrant for the remedies hereinafter 
provided.
l Injunction
l Defendant�s profits
l Plaintiff�s damages
l Costs
l Attorney�s fees (if infringement willful)
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Likelihood of Confusion Factors

Ø Similarity of the Marks
Ø Similarity of the Products
Ø Area and Manner of Concurrent Use
Ø Degree of Care Exercised by Consumers
Ø Strength of Plaintiff�s Mark
Ø Actual Confusion
Ø Intent of Defendants



32

Types of Confusion
Ø Forward

l Small Junior trades off of Big Senior User
Ø Reverse

l Big Junior saturates market and overwhelms 
Small Senior User

Ø Initial Interest
l Confusion that creates an initial customer 

interest (e.g. meta-tags, domain names)
Ø Post-Sale

l Confusion of someone other than purchaser



Legal Specifications

Ø The Lanham Act provides the legal 
framework for Trademark Law.

Ø The Anticybersquatting Consumer 
Protection Act (ACPA) adds aspects for 
online issues. 
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URLs (domain names) are a 
Trademark issue

Ø We will take this up Saturday the 24th as it 
belongs/goes with other on-line issues.

Ø For now, let’s note that using trademarks 
inappropriately, online, can involve 
infringing the marks themselves AND/OR 
infringing the domain names/URLs of the 
protected mark owners. 
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Three Types of Trademark 
Violations

ØConfusion
ØDilution
ØTarnishment
Ø We have already mentioned/discussed 

confusion as it is the most basic (and 
perhaps the most often-confronted) 
question.
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Trademark Dilution

Ø Lessening of a famous mark to identify 
and distinguish goods and services

Ø Irrespective of:
l Competition between owner of mark and 

other parties; or
l Likelihood of confusion, mistake or 

deception
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Trademark Dilution

Ø �Blurring� distinctiveness of mark
Ø �Tarnishing� reputation of mark



Some Contract Considerations
Ø You can assume that most publishers will want 

as many rights as they can get.
Ø Most published work either loses money or

makes very little. 
l Publishers hope that your work does A LOT better, 

but knows that it may not
l Recovering their costs is a crucial factor.

Ø To that end, most publishers will probably open 
the bidding by sending you their boilerplate 
contract. That document will favor them in every 
way you can imagine (and some you’ve 
probably not thought about). 
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To what extent do you want to cede 
your copyright to your publisher?

l Everything, always and forever?
• Not uncommon for the first publication.
• Subsequent work might offer “wiggle room.”

l Less than the entire suite of rights or for limited 
terms?
• Which rights would you retain?
• Which forms of the work do you want to reserve?
• For how long?

l Retaining rights means limiting the publisher by
modifying their contract. It’s a negotiation over what 
you sign. 39



Some Rights for Negotiation I
Ø Translations: Allowing publisher to keep these 

rights is almost automatic. You probably WANT 
overseas marketing)

Ø Derivative works:
l Online versions/extended excerpts, audio 

books, video rendering, stage plays, 
screenplays, podcasts, sequels, pre-quels, etc. 

Ø Republication:
l in whole (common as in multiple printing or 

editions);
l or in part (anthologize).
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Some Rights for Negotiation II

Ø Right to add co-authors (either as profit 
participant or as content modifier).

Ø Avoid accepting “% after costs.” 
Ø Expect them to avoid accepting your 

partial participation or “final edit/approval” 
for ceded rights
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Some Rights for Negotiation III
Indemnification

Ø HUGE RED FLAG RED FLAG in almost every 
boilerplate.

Ø The publisher wants you to promise that you
will defend against all infringements claims
l indemnify them—promise to hold them blameless and 

cover defense costs. 

Ø I refuse to sign it. I insert language that
l I’ve not infringed. 
l That I’ll pay defensive costs only after being

found, by complete legal process, to have 
infringed. 42



You can see what I last taught in 
the IP in New Media class at BU:

Ø http://interactivemedia.bradley.edu/ell/im4
50/IP450/fall22/im450-01fall2022.html

Ø Each class day’s lecture is a .pdf, so you 
can get additional details if wanted. 

http://interactivemedia.bradley.edu/ell/im450/IP450/fall22/im450-01fall2022.html


Q&A


